CLASS WAIVBR OF THE GOVERNMENT‘S U S AND F OREIGN PATENT RIGHTS
"IN INVENTIONS MADE IN THE PERFORMANCE OF COOPERATIVE RESEARCH
AND DEVELOPMENT AGREEMENTS ENTERED INTO BY BDM OK_LAHOMA. [N C.
UNDER ITS MANAGEMENT AND OPERATING '
CONTRACT NO DE—AC22-94PC91008 W(C)-94-007 CH-OS

The Depanment of Energy (DOE) consrders lts Govemment-owned. Contractor-Operated

o (GOCOs) laboratories, such as the Bartlesville Research Facility at the National Institute for

B Petroleum and Energy Research (NIPER), operated for DOE by BDM. Oklahoma, Inc,, as
" - national resources capable of providing significant contributions to the development of new
- ~'products and processes, creation of jobs, enhancement of the skill level of the U.S. labor force,
- -and 1mproved U S. compen tiveness. : v -

Cong'ress rccogmzmg thts umque aspect of GOCO laboratones, enacted the Nattonal a !

Lo Compeuuveness Technology Transfer Act of 1989, hereinafter "Act" (Public Law 101-189).

R T'he purpose of the Act was to promote technology transfer between GOCOs and the private

~ - . sector in the. United States and to enhance collaboration between universities, the private sector,
* Tand GOCOs in order to foster the development of technologies in areas of significant economic

.. -potential. It was noted in the Conference Report that it was the intent of the Conferees that the

L _Laboratory Manager of GOCOs be granted authonty to facxhtate technology transfer i) the
.fullest extent authonzed by law ‘ : . .

‘ The Act amended the Stevenson-Wydler Technology Innovanon Act of 1980 (Public
- . Law 96-480) as amended, in a number of major aspects. First, the Act extended, upon agency
~ approval, to GOCOs the authority. that the Federal Technology Transfer Act of 1986 (Public Law

- " 99-502) had specified in redesignated section 12 of Stevenson-Wydler for Government-Operated
. - Federal Laboratories (GOGOs) to enter into Cooperative Research and Development Agreements'
- "_(CRADAs) wuh one or more non-I-' ederal parties. .

C Second the Act reqmred that the GOCOs operaung contracts be modtﬁed, to the extent
_not already mcluded, to establish ‘technology transfer as a mission for the laboratories. The term.
“Laboratory" as set forth in the Act includes for pmposes of this Class Waxver any of the

. facilities that BDM-Oklahoma, Inc. manages and. operates under DOE Pnrne Contract No.

. E-AC22-94PC91008 (heremaﬁer the 91008 contract) ‘ ‘

- The F ederal Technology Transfer Act of 1986 h_as-de'ﬁned a CRADA as :

Any agreement between one or more Federal Laboralones and one or
more non-Federal parties under which the Government, through its’

. laboratorics, provides personnel, services, facilities, equipment, or other

~ resources with or without reimbursement (but not funds to non-Federal
parties) and the non-Federal parties provide funds, personnel, services,
facilities, equipment, or other resources toward the conduct of specified

" research or development efforts which are consistent wrth rhe missions of
the Laboratory
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: Excluded from tbrs type of agreement are procurement contracts grants, or cooPeratxvc
\ agreements as these terms are used in sectxons 6303 6304 -and 6305 of Tide 31. '

) The scope of this Class Warver ls dlrected to the class of mventlons wlucb compnses
S subj ect mvennons made by employees of BDM—Oklahoma., Inc. in the pcrformance of work
-undera CRADA entered into pursuant to the 91008- contract in conformance wrth the Act.

l L+

s ’l'hls warver is consxstent wrth the objecnves and consrderatlons of DOE's wmver o .
e reculanons Iuis believed that the waiver of the Government's rights in invéntions made’ by
T employees of BDM—Oklahoma, Inc. inthe performance of work under a CRADA will best
-/ promote the commercial utilization of such inventions and make the beneﬁts of the cooperanve '
o research el‘fort wrdely avmlable to the pubhc in the shortest practrcable time. © '
P The warver wrll perrmt BDM Oklahoma. Inc. 10 negonate wrth prospecttve CRADA
s pametpants an a.ppropnate dtsposmon of rights to inventions made in the performance of the
. CRADA, with all of the parties to the CRADA entenng negotiations with the initial position of
e :jowmng rights fo- the inventions of their own employees ds is normally thecase'in the private
. :.. sector. The actual dlsposmon of nghts in intellectual property will be negotiated at business -
C length based upon the- cqumes and commltments of the partrcrpants and BDM Ok.lahoma Inc.

Under the chensm° Program conductcd by BDM—Oklahorna, Inc undcr the 91008

o ,contract, BDM-Oklahoma. Inc.is comrmtted to moving warved subject inventions into the

'commercial marketplace in an expeditious mannes. ‘The waiver of rights to CRADA inventions

. . of its employees will provrde BDM-Oklahoma with the leverage needed to negottate with-

| :-f,prospectlve CRADA participants comrmtments to cormnercxahze subject inventions in exchange
-~ for rights'in BDM-Ok.lahoma, Inc.'s inventions.” The stccess in negotiating disposition of rights-

* - under CRADAs and in achieving. commercial utilization of CRADA inventions will serve as

factors in evaluatmn BDM-Oklahoma's performance in carrymg out its Ltcensrng Program and
its Technology Transfer mission under the 91 008 contract

lmplementauon of this class waiver to the CRADA jnventions of BDM-Oldahoma lnc is
10 be by a sunple procedure whrch requlres ' : e

o

a) - "-BDM-Ol\lahoma reportmg of the invention w:thm the tunes spccrﬁed in
- - the 91008 contract' - ‘ ,

) BDM-Oklahoma electmg in writing 1 whether to retain tile to the invention
' . wrthm the times Specxﬁed in the 91008 contract; :

‘ .BDM-Oklahoma xdenufymg the invention as a subject 1 invention under a
CRADA, together with the identity and other particulars of the CRADA,




and mformanon wrth respect to the payment of the costs of prosecutmg
“and mamtammg any patent applrcatton(s) or. patent(s) on the watved
“inventions.. S S

After revrew of the invention and relevant facts Patent Counscl wrll certtfy whether the

| 3 ’warvet 1s applxcable to the mventlon.
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The Scope of thts Class Watver 1s also duccted to an advance waxver 10 the partrcxpant s
L mventmns made by employees of, or persons- actmg on behalf of; patticipants ‘under the class of
. CRADAs entered into by partlctpants with BDM-Oklahoma. Inc -pursuant to the 91008 Contract

in conformance with the Act.. Since CRADAS do not fall within the definition of "funding .
S agreemeu " of Public Law 96-517, the patent: poltcy set. forth. thercm as apphcable to small
‘ "busmesses and nonproﬁt organizations does not apply. - Hence, mventrons made by any small

. .: : g bustness. non-proﬁt organization or for-prof it large busmess parttclpants 1. the CRADA are -
- intended to be covered by the Class Warver C -

A

thh resPect to this advancc Class Watvcr, 1t ls expected that BDM-Oklahorna wrll

S negottate agreements that provxde for a substantial costsharmg of the joint research effort by the -
" participants, thereby achieving a leveragmg of the Govemment-funded portion of the joint work.

~ - In so-doing, this advance Class Waiver is seen'to be an extension of existing DOE patent waiver

- policy which | recognizes that substantial cost-sharing by parttctpants is an indication of .

. commitment by the participants to advance the technology and éffect commercral utilization,
- Additionally, the work being performed under CRADAs will typrcally be driven by the’

- participants' needs and will most likely be of near term ccommercial value; hence, it is believed
that the granting of the advance Class Waiver of inventions ‘made by parttcxpants under CRADASs
- will also make the beneﬁts of the CRADA research widely avaalable to the pubhc in the shortest

o pracncable ume and promote the commerclal utrltzatron of the warvcd mvennons

_ Further 1t is belreved that technology transfer wrll be enhanced by both BDM-Oklahoma
" and the CRADA participarit, as appropriate; being able to offer for commercialization purposes
" subject inventions to whrch they hold title, together thh othcr related mvennons and mtellectual

| '-property they rnay hold

_ Implementauon of the advance Class Watver is to be by execution of the DOE approved
‘ 'CRADA. Participants' cost of filing and mamtammg any patent apphcanon(s) or patcnt(s) on
their i mvenuons wrll be at pnvate expense. o v

Itis expccted that in negotiating the commercrahzatxon nghts to the wawed inventions
(mcludmg background inventions owned by the pames if any) BDM-Oklahoma, Inc. and the




- partrcrpants wrll be gmded by the respcctxve equmes of the partres, the small busmess status of |
the participant, if applicable, and the overall objective of attempting to secure the most .
expeditious commercialization route for ‘moving the technology from the research stage to the

- -marketplace.. Hence, it is recognized that the parms may conclude, in order to achieve the above

. objectives, that either. BDM-Oklahoma or the participant should hold title to all of the inventions -
© . made urider the CRADA." When this occurs from goodfaith negouatron of the commercxahzanon
. rights, any drsposmon of rights set forth in the CRADA of subject invéntions other thaneach -

party ownmg 1ts own inventions. wﬂl not be 2 basrs for dlsapproval of the subnutted CRADA hy

' DOE.

; The scope of the Class Wawer lo mventxons of BDM-Oklahoma ora pamexpant made in
' .'performance of work under a CRADA does pot include inventions whrch (1) fall within DOE'
weapons programs, whrch inventions principally relate to. weapons or mherently disclose or

. - suggest a weapons. apphcauon where such disclosure or suggestion would be detnmental to
' national. secunty, naval nuclear propulsmn program; uranium enrichment. (mcludmg isotope

~ .separanon) program; storage and disposal of civilian high level auclear waste or- spent nuclear
fuels; (2) relate to subject matter that is classified or seasitive under Section 148 of the Atomic
" -Energy Actof 1954, as ‘amended; (3) are covered by.an excepuonal crrcumstance detenmnatxon
" -made by DOE pnor to the nme of execution of the CRADA; or (4) come wuhm the amblt of
‘ 4mternanoual agreements or treaties in ex1stcnce at the time: of execution of the CRADA ‘

Thrs waiver of the Govemmem s nghts in mvennons as set fonh hercm is subject w0 the
. "Government's retention of: (1) a nonexclusive, nontransferable, irevocable, pard—up, world-wide .
., license to practice or to have practiced for or on behalf of the United States the waived mventxon, .
‘and (") march-rn nghts (comparable to thosc set out in'35. US.C. § 20:) '

The grant of this- Class Wmver should not result in adverse effccts on competmon -or.

~ mnarket concentration.. Waived | inventions will be subject to a royalty-free license to the’

. Government and DOE has, the right 10 require periodic reports on the utilization or the efforts at
obtaining utilization that are being made for the waived inventions. “If a participant is not making .
' ‘reasonable efforts to utilize a’ waived i mventron, DOE can exermse its march-m nght and reqmre _

hcensmg of the invention. ' '

Accordmgly, in view of the statutory ObjcCIWCS to. be obtamed and the factors to be
‘considered under DOE's statutory waiver, policy, the objecnves of Public Law 101-189,.and -
Executive Order 12591, all of which have been. cousrdered, it is believed that this Class Warver .
as'set forth above will best- serve ‘the interest of the Umted States and the general pubhc Itis
: thcrefoxe recommended that the waiver be granted. S
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RobertJ FIS .o _ -‘ _ , K .'MarkP Dvorscak ,
Actmg Deputy Ch1ef Counscl ~© . SeniorPatent Attomey
Intellectual Pmpeny Law Departmcnt o Intellcctual Pmperty Law Depamnent

Date <]'~.3l mmn

Based on the foregomg Statement of Conmdcratlons 1t is determmed that the i mterests of

thc Unxted States and the gcneral pubhc will best be served by waiver of United States and
forexgn patent rights as set’ forth herein and, therefore the. waxver is grantcd Thxs wajver shall

mot, affcct any walver prevrously granted
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CONCURRENCE BRI APPROVED
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aul A Gortligl/, Assistant General .

Patncra G'odley H@&smggecrem e - —
Fossrl Energy, - Counsel for T hnology Transfer and
CFE-l . 4G-084FORS  Intellectual: Property, HQ -
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